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DETAILED ACTION 
Election/Restrictions 

1 . The restriction requirement made on 3/6/2009 has been withdrawn, and all 
claims will be examined. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claim 4 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

4. Claim 4 describes what monomers are possible for components (a1 ) and (a2) of 
claim 2. The list cannot be true for both components. The chemistry and information 
given for the two components makes claim 4 indefinite. It is not possible that 
components (a1) and (a2) can be from the same list of monomers (as laid out in claim 
4), since their glass transition temperatures and chemical makeup's are different. For 
examination purposes claim 4 is being interpreted as a list of monomers for component 
(a1). Clarification is requested. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the Invention Is not Identically disclosed or described as set 
forth In section 102 of this title, If the differences between the subject matter sought to be patented and 

the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill In the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner In which the Invention was made. 
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6. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

7. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

8. Claims 1-1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Everaerts et al (U.S. Patent 6,734,256: herein after referred to as Everaerts 256), in 
view of Everaerts et al (U.S. Patent 5,905,099: already of record, herein after referred to 
as Everaerts 099). Regarding claim 1, Everaerts 256 teaches: 

9. A heat-activable pressure-sensitive adhesive comprising a polymer or copolymer 
formed from a monomer composition comprising at least 50% by weight of a compound 
of the formula CH2=CH(R1 )(C00R2), wherein R1 represents H or CH3 and R2 
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represents H or an alkyi chain liaving 1 to 30 carbon atoms (Abstract, column 9 lines 
54-67 through column 10 lines 1-4, and column 11 lines 6-26) 

1 0. A molecular weight distribution Mw/Mn of 2.5 or less (Table 2, polydispersity 

values) 

11. Everaerts 256 does not teach: 

12. The polymer or copolymer having a static glass transition temperature of -1 0°C to 
120°C 

1 3. A temperature activation range of 1 5°C or less 

14. In the same field of endeavor Everaerts 099 teaches a static glass transition 
temperature of 0°C to 40°C (column 4, lines 50-67 and column 5, lines 1-20) and a 
temperature activation of 70°C or less (column 3, lines 31-45) 

1 5. It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to use the static glass transition temperature and temperature 
activation range as taught by Everaerts 099, using the composition of Everaerts 256, 
since using the glass transition temperature in that range produces a better pressure 
sensitive adhesive (column 4, lines 50-67 and column 5, lines 1-20), and having the 
temperature activation in that range makes the adhesive a more useful product (column 
3, lines 31-45) 

16. Regarding claim 2, Everaerts 099, for the previously stated reasons, teaches: 

1 7. The monomer composition comprises: (a1 ) 1 0% to 85% by weight of an acrylate 
or methacrylate ester of a nontertiary alcohol, whose homopolymer has a static glass 
transition temperature of 0°C or less; (a2) 0 to 70% of an acrylate or methacrylate ester 
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of an alcohol, whose homopolymer has a static glass transition temperature of at least 
50°C; and (a3) 5% to 50% by weight of a monomer which carries a polar functional 
group (column 2, lines 48-57) 

18. Regarding claim 3, Everaerts 099, for the previously stated reasons, teaches: 

1 9. Components (a1 ) and (a2) are selected from the group consisting of acrylic and 
methacrylic esters each having alkyi groups of 4 to 9 carbon atoms (column 5, lines 39- 
46) 

20. Further regarding claim 3, Everaerts 256 also teaches that the components of the 
heat-activable pressure sensitive adhesive should consist of methacrylic esters each 
having alkyI groups of 4 to 9 carbon atoms (column 9 lines 42-53 and column 10 lines 
65-67 through column 11 lines 1-5) 

21 . Regarding claim 4, Everaerts 099, for the previously stated reasons, teaches: 

22. Components (a1 ) and (a2) are selected independently of one another from a 
group which embraces the group consisting of methyl acrylate, methyl methacrylate, 
ethyl acrylate, n-butyl acrylate, n-butyl methacrylate, n-pentyl acrylate, n-hexyl acrylate, 
n-heptyl acrylate, n-octyl acrylate, n-octyl methacrylate, n-nonyl acrylate, lauryl acrylate, 
stearyl acrylate, behenyl acrylate, and the branched isomers thereof. 

23. Everaerts 099 teaches ethyl acrylate, n-butyl acrylate, n-octyl acrylate, n-octyl 
methacrylate, and branched isomers thereof (isobutyl acrylate, 2-ethylhexyl acrylate, 2- 
ethylhexyl methacrylate, isooctyl acrylate, and isooctyl methacrylate) (column 5, lines 
47-53) 



Application/Control Number: 10/585,065 Page 6 

Art Unit: 1791 

24. Further regarding claim 4, Everaerts 256 further teaches many of the claimed 
monomers in column 10, lines 5-13 and column 11, lines 27-36. 

25. Regarding claim 5, Everaerts 099, for the previously stated reasons, teaches: 

26. Component (a2) is selected from the group consisting of monofunctional 
acrylates and methacrylates of bridged substituted or unsubstituted cycloalkyi alcohols 
having at least 6 carbon atoms (column 7, lines 5-15) 

27. Regarding claim 6, Everaerts 099, for the previously stated reasons, teaches: 

28. Component (a2) is selected from the group consisting of cyclohexyl 
methacrylates, isobornyl acrylate, isobornyl methacrylates, and 3,5-dimethyladamantyl 
acrylate (column 7, lines 5-15) 

29. Regarding claim 7, Everaerts 099, for the previously stated reasons, teaches: 

30. The polar group of component (a3) is a carboxyl, sulfonic acid, phosphonic acid, 
hydroxyl, lactam, lactone, N-substituted amide, N-substituted amine, carbamate, epoxy, 
thiol, ether, alkoxy or cyano group (column 5 lines 66-67 through column 6 lines 1-5) 

31 . Regarding claim 8, Everaerts 099, for the previously stated reasons, teaches: 

32. The polymer or copolymer has a static glass transition temperature of 0°C to 
100°C (column 4, lines 50-67 and column 5, lines 1-20) 

33. Regarding claim 9: 

34. Said monomer composition is polymerized by controlled free-radical addition 
polymerization 
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35. Both Everaerts 256 (column 11, lines 55-60) and Everaerts 099 (column 9, lines 
48-51) teach free-radical polymerization. The term "addition" is inherent to the free- 
radical polymerization technique. 

36. Regarding claims 1 0 and 1 1 , Everaerts 256 further teaches: 

37. Claim 10) An adhesive tape comprising the heat activable pressure-sensitive 
adhesive of claim 1. 

38. Claim 1 1 ) The adhesive tape of claim 1 0, wherein the heat activable pressure- 
sensitive adhesive is coated onto one or both sides of a carrier. 

39. Everaerts 256 teaches that similar types of heat-activable pressure sensitive 
adhesive compositions can be use for double sided tape (column 16, lines 39-46) 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to TIMOTHY KENNEDY whose telephone number is (571 ) 
270-7068. The examiner can normally be reached on Monday to Friday 9:00am to 
6:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Del Sole can be reached on (571) 272-1 130. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding tine status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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/Joseph S. Del Sole/ 
Supervisory Patent Examiner, Art Unit 1791 



